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L. P. LARSON, JR., CO., ET AL., V. LAMONT, CORLISS & CO. 


L. P. Larson, Jr., Co., et Av., v. Lamont, Coruiss & Co. 
(257 Fed. Rep. 270) 


United States Circuit Court of Appeals, Seventh Circuit 
January 15, 1919 


1. Trape-Marks—REGIstRATION—A MENDMENT. 

In the trade-mark statute there is no provision for re-issue or 
amendments after issue. 

), ‘Trape-Marxs—Descriptive Terms—“Peptromint.” 

The word “Peptomint,” being popularly understood as a corrupt 
spelling of peppermint and being so pronounced, could have no stand- 
ing as a common-law trade-mark for chewing gum. 

Srmirar_ Lapers—‘Per-O-Mint” anv “PeEpto- 





MINT. 

Where the product of appellees had become distinguished by a 
label bearing the word “Pep-O-Mint” in white letters on a purple back- 
ground, the letters being graduated in size, the largest at the ends, 
the other diminishing toward the round “O” at the center, appellant 
was guilty of unfair competition in adopting for a similar product a 
label bearing the word “Peptomint” also in white letters upon a purple 
background and graduated in such manner as to simulate “Pep-O- 
Mint.” 

4. Unrarr Competitrion—Docrrine or Unctean Hanps—Use or “Reais- 

TERED TRADE-Mark.” 

Where a label bore the words “Pep-O-Mint” and “Life-Savers” 
and also the legend “Trade-Mark Registered,” and “Pep-O-Mint” was 
not registered, the owner was not denied relief against an infringer 
under the doctrine of unclean hands, it being shown that the word 
“Life-Savers” was registered and the legend being in such a position 
on the label that it could refer .to that word. 

>. Unrar Competitrion—“Uncitean Hanps”—PresumpTion. 

The presumption that a suitor’s hands are clean continues until 
someone—the suitor himself, his adversary or the court—shows that 
they are unclean. 


Appeals from the United States District Court for the Eastern 
Division of the Northern District of Illinois. 

L. P. Larson, Jr., Company had brought an action against 
Lamont, Corliss & Co. and others, and the Mint Products Company 
had sued the L. P. Larson, Jr., Company, there being a cross-bill 
by the defendant against the planitiff in the last mentioned action. 
The District Court having dismissed L. P. Larson, Jr., Company’s 


bill and cross-bill, it appeals, the appeals being consolidated. De- 
cree modified and affirmed. 
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Frank F. Reed and Charles H. Aldrich, both of Chicago, IIl., 
for appellant. 

James R. Offield and Charles K. Offield, both of Chicago, IIL., 
for appellees. 


Before Baker, ALSCHULER, and Evans, Circuit Judges. 


Baker, Circuit Judge: For alleged infringement of trade- 
mark and for alleged unfair competition appellant sued Lamont, 
Corliss & Co., selling agents of Mint Products Company. That 
company reciprocated with a like suit against appellant. In addi- 
tion to taking issue by answer, appellant in a cross-bill again as- 
serted that it was the aggrieved party. On final hearing appellant's 
bill against Lamont, Corliss & Co. and its cross-bill against Mint 
Products Company were dismissed for want of equity. With re- 
spect to Mint Products Company’s bill a decree was entered that 
Mint Products Company was the exclusive owner of the trade-mark 
or name “Pep-O-Mint” and also of the word collocation and de- 
scriptive appearance of the wrapper inclosing its mint lozenges; 
that appellant had infringed said trade-mark or name and also had 
simulated said wrapper; and that appellant be enjoined— 


“from engaging in unfair competition with Mint Products Company, 
and from putting up or selling mint lozenges under the trade-name or mark 
‘Pep-O-Mint,’ or any simulation thereof as to style of lettering or letter 
arrangement and design, or so wrapped in labels or contained in cartons 
that may be mistaken for the goods of Mint Products Company.” 


In 1912, appellant, after a year’s business in chewing gum, 
registered the following trade-mark:' 

2 Appellant’s verified statement 
alleged that the trade-mark con- 
sisted of the exhibited design and 
explicitly disclaimed the words 
“Peptomint” and “Gum.” 

In 1915 appellant filed a 
: second application and thereupon 
procured the registration of the 
following trade-mark :? 

Appellant’s verified statement 
alleged that the trade-mark con- 
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sisted of the exhibited design and explicitly disclaimed the word 
“Gum.” Inferentially appellant sought to assert a trade-mark 
right in the word “Peptomint” by saying: 

“No claim is made to the word ‘Mint’ except in association with the 
word ‘Pepto.’ ” 

Appellees in 1913 began to make and sell candy lozenges, of 
various flavors, under the trade-mark “Life-Savers.” Their lozenges 
were somewhat of the form of a life-buoy and were done up in 
cylindrical packages. Flavors were prominently marked by a 
peculiar style of printing, displayed along one side of the cylinders, 
‘“Pep-O-Mint,” “Choc-O-Late,” “Wint-O-Green,” “Malt-O-Milk,” 
“Cl]-O-Ve,” “Lic-O-Rice.” Letters, white on a purple background, 
were graduated in size, the largest at the ends, the others diminish- 
ing toward the round O at the center. 

In 1914 appellant notified appellees that they were infringing 
the trade-mark “Peptomint” by the use of “Pep-O-Mint” on their 
peppermint-flavored ‘“Life-Savers.’”” This was the first that ap- 
pellees knew of appellant’s claim of “Peptomint” as a trade-mark. 
Appellant began its suit in 1916 and counted upon the 1915 regis- 
tration. 

In the trade-mark statute, as in the one respecting copyright, 
there is no provision for re-issue or amendments after issue. Con- 
sequently the 1912 registration exhausted the statutory right re- 
specting “Peptomint” as one of the elements of the described mark. 
Caliga v. Inter-Ocean Newspaper Co., 215 U. S. 182, 30 Sup. Ct. 
38, 54 L. Ed. 150. And so appellant must be held to its disclaimer. 

With respect to an asserted common-law right in the word 
“Peptomint” as an independent trade-mark, the record shows that 
appellant’s gum was marketed in packages bearing the 1915 design 
in red, green and white. In so far as the word “Peptomint” was 
used alone, the use was oral; and appellant’s own witnesses show 
that the printed word was popularly taken as a corrupt spelling of 
peppermint and was so pronounced. As the name of the flavor of 
appellant’s gum, the word can have no standing as a common-law 
trade-mark. And in view of the 1912 disclaimer, the common pro- 


nunciation of the word and appellant’s wreathing it with sprigs of 
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peppermint, equity will not hear appellant now say that the word 
was arbitrarily coined from ‘‘peptone,” a digestive aid. At all events 
appellant can reach the question of infringement only through the 
common pronunciation of the two words as peppermint. Appellees 
make no allusion to “peptone.” All agree that “Pep-O-Mint”’ is 
peppermint. 

Concerning unfair competition, appellees in marketing their 
candy lozenges did not in any way imitate appellant’s gum labels 
and packages and did not attempt to palm off their goods as ap- 
pellant’s. They did not in any way molest appellant in its fair- 
trade rights, for appellant cannot be allowed trade rights in any 
form that would prevent appellees from marking the various flavors 
on their packages of ‘‘Life-Savers” as they did. 

In Mint Products Company case, we find that appellant has 
been guilty of unfair competition. In March, 1915, appellant went 
into the candy lozenge business. It put out peppermint lozenges in 
packages with red, green and white labels, which were practically 
identical with its “Peptomint” gum label except that the word 
“gum” was omitted. Of this label there was no complaint. But in 
December, 1915, appellant made a change. On its new label the 
word “Peptomint” is shown in white letters on a purple background, 
with the letters graduated in size to simulate “Pep-O-Mint” of 
Mint Products Company’s label, and with the letter O elongated 
horizontally to give a spaced appearance. As this was after ap- 
pellant had begun its warfare, the inferences are obvious. But, 
appellant says, no damage was done, no cause of action arose, because 
the record fails to show that a secondary meaning had attached to 
‘“Pep-O-Mint,” indicating origin in Mint Products Company. When 
these candy lozenges are displayed in cartons the part having the 
name of the flavor is on top, so that the customer and the seller may 
readily pick out the flavor desired. From the evidence respecting 
the large amount of long continued advertising, the character of the 
advertising, and the volume and extent of the business, we have no 
difficulty in finding that the peculiar and distinctive style of mark- 
ing the flavors, ““Pep-O-Mint,” with “Wint-O-Green,” and so forth. 
had come to indicate to purchasers that they were getting the goods 
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put forth by Mint Products Company. If further proof were 
needed, it is found in appellant’s deliberate appropriation. 

Appellant contends that the case against it must be dismissed 
because Mint Products Company’s label bore the words “Trade- 
mark registered,’ while the record shows that “Pep-O-Mint,” on 
which trade-mark infringement was based, had never been regis- 
tered. There are two answers: First. Though a certified copy of 
registration was not produced, testimony was given to the effect that 
‘Life-Savers” was a patented (registered) trade-mark. If so, the 
criticized legend should be attributed, as it may well be from its 
position on the label, to the trade-mark “Life-Savers.” Second. 
The presumption that a suitor’s hands are clean, continues until some 
one—the suitor himself, his adversary, or the court—shows that they 
are unclean. 

But the decree against appellant is too broad. Mint Products 
Company can be allowed no exclusive ownership of the word “Pep- 
O-Mint” as a trade-mark. It was used to indicate the flavor of 
one of several kinds of “Life-Savers.”. What was owned was the 
distinctive style of wrappers and cartons, including the particular 
way in which the word “Pep-O-Mint” was displayed. Further, the 
injunction and accounting must be limited to the proven violation, 
namely, the use of the label (with its accompanying cartons) put 
forth by appellant in December, 1915, identified as Exhibit C of 
the bill. Also, the general prohibition “from engaging in unfair 
competition with Mint Products Company” is to be deleted. To 
refrain from unfair competition is appellant’s legal duty; but ap- 
pellant should not be subjected to the possibility of contempt pro- 
ceedings for undefined breaches of that duty. Swift v. United 
States, 196 U. S. 375, 396, 402, 25 Sup. Ct. 276, 49 L. Ed. 518. 
Decree modified and affirmed. 
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O. & W. Tuvum Co. v. A. K. ACKERMAN Co. 
(257 Fed. Rep. 394) 


United States Circuit Court of Appeals, Sixth Circuit 
January 7, 1919 


Trape-Mark INFRINGEMENT—UNFaAIR CoMPETITION—DECREE. 

Where the court had held that defendant should be enjoined from 
selling fly paper under the trade-name “Grand Rapids Sticky Fly 
Paper Co.,” without differentiating the product from plaintiff's, which 
had become known as “Grand Rapids Sticky Fly Paper,” a decree 
which permitted defendant to use said trade-name, provided it added 
the name of the two proprietors in type as large as-that of said trade- 
name, and which directed defendant to use the word “sticky” as a 
descriptive term, and not as the name of a brand, requiring also cer- 
tain minor changes, was held sufficient. 


Suit in equity. Plaintiff appeals from the District Court of 
the United States for the Eastern Division of the Northern District 
of Ohio. Decree affirmed. 

The decision of the District Court appears in 7 T. M. Rep. 
496. The previous decision of the Cirecut Court of Appeals is found 
in 7 T. M. Rep. 469. (Petition for rehearing denied, 8 T. M. Rep. 
11). See also 9 T. M. Rep. 89. Cases related to the same subject- 
matter in the Patent Office are in 7 T. M. Rep. 152; in the Court of 
Appeals of the District of Columbia, id., 283. 


This is an appeal from the decree entered in the court below upon 
mandate issued pursuant to opinion rendered, August 1, 1917, in the two 
cases of the present appellant against Dickinson and the Ackerman Com- 
pany, respectively, which were commenced in separate jurisdictions and 
subsequently heard together in this court, as explained in 245 Fed. at page 
610, 158 C. C. A. 37 [7 T. M. Rep. 470]. The facts then pertinent to the 
cases and the reasons for the conclusions reached appear in that opinion, 
and a petition for writ of certiorari was denied in each case. 246 U. S. 
664, 38 Sup. Ct. 334, 62 L. Ed. 928. The defendants in those cases, on Novem- 
ber 26, 1917, presented to the court below a joint petition, bearing the titles 
of both the original cases, specifying the courts in which the cases had been 
brought, one in Michigan and the other in Ohio, and addressed to the 
“District Courts of the United States”; but it does not appear whether a 
similar petition was filed in the District Court for the Western District of 
Michigan. This joint petition, after setting out steps previously taken in 
this court, in substance states that the season of manufacture of sticky 
fly paper for the year 1918 was then at hand, and that it was necessary for 
the petitioner Dickinson to proceed with such manufacture at once; that 
Dickinson had caused to be prepared certain photographs, submitted with 
the petition, showing the name under which he proposed to continue his 
business and the name of the commodity manufactured by him, as well as 
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the design which he proposed to use—presumably in the introduction and 
sale of his product. The petition further states that the business name so 
proposed would serve “effectually to qualify and explain” the trade-name 
Dickinson had previously used and “to distinguish” it from the name of 
the present appellant, and that the name so to be given to his commodity 
would serve “unmistakably to differentiate his product from plaintiff's,” 
the appellant’s, and prays (a) approval of the trade-name, the name of his 
commodity, and the design so submitted, and (b) an order fixing amount 
of bond required as a condition to permitting the sale of finished stock 
theretofore manufactured by Dickinson and bearing the names and marks 
in issue in appellant’s former appeals. 

In our former opinion certain questions concerning the further use of 
Dickinson’s trade-name and of the term he applied to his product were 
referred to the trial judge for determination (245 Fed. at page 627, 628, 
158 C. C. A. 37 [7 T. M. Rep. 493, 494]); and the method adopted by the 
joint petitioners to present the issues involved in these questions was fairly 
within the practice sanctioned by this court in Kalamazoo Loose-Leaf 
Binder Co. v. Proudfit Loose-Leaf Co. (243 Fed. 895, 156 C. C. A. 407). 
It does not appear that appellant responded to the petition by motion, 
answer, or other pleading. It is, however, to be gathered from the conten- 
tions of counsel that the matters so referred to the trial judge were pre- 
sented by both sides and heard in open court. In the assignments of error 
appellant sets up a number of objections to the decree, though in all 
material respects they are based on the conditions under which Dickinson 
is permitted by the decree to continue the use of his former trade-name 
and of the term (“Sticky”) he had applied to his commodity. 


Fred L. Chappell, of Kalamazoo, Mich., for appellant. 
Willard F. Keeney, of Grand Rapids, Mich., for appellee. 


Before Warrineton, Circuit Judge, and Cocuran and Ho t- 
LISTER, District Judges. 


Per Curiam: We are constrained to believe the decree is 
right: 

1. The decree adjudges that “it is and will be an effective 
qualification and explanation” of the name under which “Dickinson 
conducts his business if, in association with and immediately fol- 
lowing” his trade-name, viz., “Grand Rapids Sticky Fly Paper 
Company,’ * * * there be used” the name and word “Albert G. 
Dickinson, Proprietor,’ provided such name and word “be printed 
in type as large as that in which the words” of such trade-name 
“are printed.” The change thus exacted is manifestly designed to 


break up the practice of concealing the real origin of the Dickinson 
product. 
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2. The decree also adjudges that “it is an effective qualifica- 
tion and explanation of the word ‘Sticky’ if the same be used in con- 
nection with the fly paper or fly coils manufactured” by Dickinson 
“as descriptive thereof, and not as heretofore as the name of a brand 
called ‘Sticky,’ ”’ provided the word as thereafter used by Dickinson 
“upon his fly sheets, cartons, cases, and crates, vended by defendant 
(Ackerman Company) shall not be printed in larger type than the 
words ‘fly paper’ or ‘fly coils’ in connection with which it is used.” 
The effect of this is to forbid further use of the word “Sticky” as 
a separate and distinct descriptive term; indeed, petitioners pro- 
pose and one effect of the decree is to approve the use of “American 
Fli-Catch,” instead of “Sticky,” as a single descriptive term. 

3. The decree recites the submission to the court by Dickin- 
son of certain photographs, one showing what is to be cisplayed on 
the top and edges of the carton, another the design which is to be 
imprinted upon the fly sheets, including directions for the use of 
the paper and coils, and still another the design and also at each 
end a representation of the fly coil. They also show the name under 
which the business is to be continued and the name selected for the 
product, and the photographs are attached as exhibits in the order 
thus stated; and the decree adjudges that, if the business name and 
that of the product are used in the manner shown in these exhibits, 
they will sufficiently differentiate Dickinson’s business and product 
from appellant’s, and that the design so shown “does not infringe 
the design of the plaintiff,” the appellant. 

It is not necessary to state further details of the changes so 
wrought. It is sufficient to say that other changes are made re- 
specting the dress in which the Dickinson products are to be dis- 
played in putting them on the market. Furthermore, the results of 
these changes are placed in definite and permanent form by the ex- 
hibits attached to the decree, and, in view of the part Dickinson has 
taken as a joint petitioner in this case, the decree would seem to be 
as effective in binding him as it is the Ackerman Company. This 
of itself is a distinct advantage to appellant, unless it is correct in 
its contention that Dickinson has no right at all to use the name 


under which he is permitted to continue his business or to use the 
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word “‘sticky,” even as such use is explained and restricted by the 
decree. 

The truth is appellant seeks to reopen both of the original 
cases on these points. This is to overlook the contentions made on 
both sides and the decision rendered on both questions when the 
original cases were here. The officers controlling appellant will not 
see, much less do they appreciate, the significance of the geographic 
and descriptive character of the name, Grand Rapids Sticky Fly 
Paper Company, or of the years of acquiescence in Dickinson’s use 
of the words as a trade-name. It hardly is necessary to try to add 
to what is said and, in the way of judicial decisions, cited in our 
original opinion on these subjects (245 Fed. at pages 625 to 627, 
158 C. C. A. 37 [7 T. M. Rep. 489-493]). Appellant’s reiteration 
of its claim to an exclusive right in the name is not persuasive. The 
most that it ever obtained in an exclusive sense was through pur- 
chase of the stock in a corporation created under that name—true, 
a franchise to be and to act under such name—but this was lost 
through ouster (People v. Grand Rapids Sticky Fly Paper Co., 144 
Mich. 221, 231,107 N. W. 1119); and hence we still think the ap- 
pellant’s insistence is not aided by the purchase of the stock men- 
tioned or the decision cited. It is to be added that appellant never 
used the name in the precise form to which it persists in claiming the 
exclusive right; certainly this course was not calculated to secure 
such a right. Plainly, then, it will not do to ignore the vital char- 
acteristics, the geographic and descriptive nature, of the name, nor 
the effect of appellant’s acquiescence in Dickinson’s use of it. 

What appellant and its predecessors have done concerning the 
use of the name “Grand Rapids” and the words “sticky fly paper,” 
and what rights they so acquired, were considered in our first 
opinion. The relief granted to appellant was bottomed on the fact, 
deducible from the record, that Dickinson adopted the trade-name 
in question, without disclosing his own name, for the purpose of 
getting some of appellant’s business. 245 Fed. at page 625, 158 
C. C. A. 37 [7 T. M. Rep. 489]. Dickinson’s initial intent was 
made plain by his subsequent progressive methods of imitating ap- 
pellant’s trade-mark, trade packages, and trade dress. Besides, 
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we think the trade-name itself was calculated to enable him unduly 
to secure advantages from appellant’s established business. The 
name told the story of years of effort on the part of the Thum Bros. 
to perfect the manufacture of sticky fly paper at Grand Rapids and 
to build up a trade in their output, until Grand Rapids became 
known as “the home of sticky fly paper.” The situation was peculiar 
and exceptional; it clearly called for disclosure of Dickinson’s name 
as the producer of the sticky fly paper he was selling under the 
name “Grand Rapids Sticky Fly Paper Company”; he did not ac- 


“e 


company his use of the trade-name with an explanation “so as to 
give the antidote with the bane.” 

Here we have an instance of defendants’ refusal to see or to 
appreciate the effect of Dickinson’s intent, like the refusal of ap- 
pellant with respect to the characteristics of the name and the 
acquiescence in its use; this attitude of the parties, of course, results 
in dissatisfaction to each and involves considerations which must be 
balanced and met. It may be added that what has been said in 
respect of the trade-name sufficiently discloses our view of the 
restriction imposed by the decree upon the further use of the word 
“sticky.”” The question is not what relief appellant might have 
been entitled to in the beginning; it is what relief it is entitled to 
now. Appellant presents no suggestion in this behalf, except such 
as would require Dickinson to advertise his competitor’s business ; 
the decisions relied on are not applicable. We still think, as ex- 
pressed in our first opinion, that the place to solve the problem was 
in the court below and upon full hearing. 

Judge Sessions has after painstaking effort adopted a plan 
which in its entirety we believe will effectively protect appellant's 
rights; and accordingly the decree will be affirmed. 
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COCA-COLA CO. V. MOORE, ET AL. 


Coca-Cota Co. v. Moors, ET AL. 
(256 Fed. Rep. 640) 


United States Circuit Court of Appeals, Eighth Circuit 
March 24, 1919 


Case oF Unrarr CompetitioN—ArrorNney’s Fees—Evipence as To VALUE. 
Where an attorney brought suit against a client to recover fees 
for services rendered in a case of unfair competition, evidence as to 
compensation which defendant had paid attorneys in other actions was 
properly excluded. Testimony of attorneys who had had no experience 
in trade-mark or unfair competition cases and of those who were ex- 
perts in that field, though without knowledge of the customary fees 

at the local bar, was competent. 


Defendant brings error to review a judgment of the United 
States District Court for the Eastern District of Arkansas, which 
had found for plaintiff. Judgment reversed, with directions to 


grant new trial. 


Elias Gates, of Memphis, Tenn. (Samuel Frauenthal, of Little 
Rock, Ark., on the brief), for plaintiff in error. 
Charles C. Reid, of Little Rock, Ark., for defendants in error. 


Before Hook and Car.anp, Circuit Judges, and Amipon, Dis- 
trict Judge. 


Amipon, District Judge: The plaintiffs, Moore, et al., sued 
defendant, Coca-Cola Company, to recover compensation as at- 
torneys. The case has been here before, and was reversed because 
of improper rulings on questions of evidence. 246 Fed. 942, 159 
C.C, A. 214. It was again tried and comes here now upon the same 
class of errors, namely, rulings upon the receipt or rejection of 
evidence. 

On the former review the brief of the plaintiff in error, the 
Coca-Cola Company, contained no specification of the errors relied 
upon, as required by our rule 24. 188 Fed. xvi, 109 C. C. A, xvi. 
Notwithstanding this omission we decided to notice a manifest error 
of so grave a character that we thought it ought not to be passed 
by, notwithstanding the failure to comply with the rule. It is now 
insisted that as to all questions involved in the former record as to 
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which we expressed no opinion, our silence should be interpreted 
as a holding that we had examined them and found them to be 
without merit. There is no justification for this inference. If a 
court concludes to notice a manifest error not specified according 
to the rules, there is no implication that it has undertaken the task 
of going through the record and examining other errors which had 
not been specified. We will therefore proceed to consider the errors 
which have been properly specified on the present review. 

Plaintiffs offered evidence of the amount of business done by 
the defendant in the United States generally, and it was received 
over defendant’s objection. The ruling was proper. The evidence 
was not offered for the purpose of showing defendant’s ability to 
pay, but as bearing upon the results obtained by the litigation. The 
original suit was brought to restrain unfair trade competition by the 
firm of Butler Bros., and a decree was obtained restraining them 
from the practices complained of. This decision had great value to 
the company, regardless of the amount of damage inflicted by the 
wrongful conduct of Butler Bros. It established the company’s 
trade rights, and was an important precedent condemning the prac- 
tices of all who infringed those rights. While the decree would not 
be res adjudicata as against other wrongdoers, its effect in the busi- 
ness world would be highly beneficial. The result is akin to a 
decree in a patent case sustaining the patent, and adjudging a de- 
fendant guilty of infringement. The amount involved in the par- 
ticular case may be insignificant, but the decree sustaining the patent, 
and condemning the infringement is of great value in other jurisdic- 
tions where the injury to the patentee’s right may involve large 
values. 

Defendant offered evidence as to the compensation which it 
had paid to attorneys in other actions. This evidence was properly 
ruled out. It could not have been received without giving rise to 
an inquiry into all the suits in which the services were performed. 
That would have involved the case upon trial in collateral issues. 
The compensation also may have been based upon specific contracts, 
and would thus be wholly irrelevant in determining what was the 
reasonable value of services rendered upon quantum meruit. It is 
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likewise true that the defendant’s officers were not qualified as lay- 
men to express an opinion as to the reasonable value of the services 
of counsel. Such evidence can only be given by members of the 
bar. Howell v. Smith, 108 Mich. 350, 66 N. W. 218; Hart v. 
Vidal, 6 Cal. 56; Chamberlayne on Evidence, § 2163. 

Plaintiffs offered evidence of attorneys who had not had ex- 
perience in trade-mark or unfair competition cases. This was ob- 
jected to upon the ground that such attorneys were not qualified to 
give opinions as to the reasonable value of attorney’s fees in such 
litigation. The court overruled the objection, and received the evi- 
dence. The ruling was proper. The objection went to the weight 
of the evidence, and not to its admissibility. When the nature of 
the action, the time devoted to it, the amount involved, the results 
obtained, and other like factors proper for consideration in fixing 
the compensation of attorneys, are stated, any member of the bar, 
in good standing, may testify as an expert as to what would be a 
reasonable compensation for the services performed, although the 
witness has never had experience in the same field of litigation. 
Such experience would add to the weight of his evidence, but the 
want of it does not render his opinion incompetent. 

Defendant offered the evidence of three lawyers, one from New 
York, one from Chicago, and one from Washington. They were 
experts in the field of trade-mark and unfair competition, and pos- 
sessed of large experience in courts where such litigation is in the 
main carried on. They knew nothing about the customary fees 
charged at the local bar of Little Rock, Ark., where the case was 
tried, in which plaintiffs rendered the services sued for. The evi- 
dence was objected to on the ground that the witnesses were not 
shown to be familiar with the fees charged at Little Rock, and for 
that reason were disqualified. The objection was sustained. We 
think the ruling was erroneous and highly prejudicial. There 
had been little, if any, litigation in unfair competition cases at 
Little Rock. No customary fee for such services had been estab- 
lished there as the result of experience. It is well known that 
litigation of this kind is mainly confined to large commercial centers. 
It has come to be regarded as a distinct branch of the law, and, like 
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patent law, is largely in the hands of a distinct class of practitioners. 
Litigation of this kind is national, and not local. To confine testi- 
mony in such a case to what is usual in the community is simply to 
deny one of the valuable sources of information. Knowledge of ‘the 
usual compensation paid for such service can only be learned from 
those who live in the centers where such litigation is most frequent, 
and to deny a litigant the right to produce the testimony of persons 
having that kind of qualification is to substitute theory for ex- 
perience. It is claimed that the ruling is based upon Ward vy. 
Kohn, 58 Fed. 462, 7 C. C. A. 314. Such a view divorces the 
opinion from its facts. The services sued for there were rendered 
in a criminal case at Louisville, Ky. The reasonableness of plain- 
tiff’s compensation had been testified to by eminent members of 
the bar of that city. Defendant offered evidence of lawyers resid- 
ing in Little Rock, Ark., who had no knowledge of the usual fees in 
Louisville. This evidence was excluded, and what is said in the 
Ward Case is based upon the remoteness geographically of the two 
cities, and the wide difference in the fees of lawyers in what was 
then a provincial town like Little Rock, as compared with the usual 
compensation in a large commercial city like Louisville. The lan- 
guage of the opinion cannot be separated from the facts of the case. 
Northern Pacific Ry. Co. v. N. A. Tel. Co., 230 Fed. 347, 355, 144 
C.C. A, 489, L. R. A. 1916E, 572; King v. Pomeroy, 121 Fed. 287, 
294, 58 C. C. A. 209. Here the litigation is entirely different. It 
is not local, but national, and is conducted mainly by specialists, and 
their judgment is the best evidence as to what is reasonable com- 
pensation for such services. We do not understand that the decision 
in Ward v. Kohn was intended to limit testimony to lawyers of the 
particular city in which the services were rendered. There would 
be distinct objections to such a rule. When plaintiffs are eminent 
members of the bar, their brethren of the same bar are reluctant to 
give evidence against them in a suit for their compensation. Esprit 
du corps is a factor in such cases which courts cannot disregard. 
In the medical profession it is considered unprofessional for one 
doctor to testify against another in civil litigation. If the defendant 
in the Kohn Case had offered evidence of members of the bar in Cin- 
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cinnati, Ohio, or Nashville, Tenn., or possibly St. Louis, Mo., who 
showed themselves to be familiar with the usual compensation paid 
for services, such as the plaintiffs were suing for, and the evidence 
had been rejected because the witnesses were not members of the 
Louisville bar, it would probably have been error to exclude the 
evidence. In suits on implied contract a local custom cannot be 
given controlling force unless it is shown to have been known to and 
contemplated by the parties at the time the services were rendered. 
Bowling v. Harrison, 6 How. 248, 12 L. Ed. 425; Chicago, Mil- 
waukee & St. P. Ry. Co. v. Lindeman, 143 Fed. 946, 949, 75 
C. C. A. 18. In this day of mobile judges and lawyers, the bar of 
a city cannot establish a market overt for professional services and 
require all comers to take notice of their local customs. 

The judgment is reversed, with directions to grant a new trial. 


A. G. Morse Co. v. WALTER M. Lowney Co. 
(256 Fed. Rep. 935) 


United States District Court, Northern District of Illinois 


January 29, 1919 


1, Unrain CompetTition—Pvusiic Property. 

No one can have a monopoly of form, of color, of the shape of 
letters, or of geographical names. 

2. Uwnrairn Competition—Basis or THE ACTION. 

The rule governing cases involving charges of unfair competition 
is that one may not legally use means, whether marks or other indicia, 
or even his own name, for the purpose of selling his goods as those of 
another. 

3, Unrar Competition—Trape-Marks DistincuisHine Goons. 

When a manufacturer places conspicuously on the packages or 
cartons in which his goods are sold his registered trade-marks, he has 
distinguished his goods from those of other manufacturers, especially 
in cases where shapes of boxes and colors of wrappers are common to 
the trade and his marks are older in point of use and better known than 
those of his competitor. 

4. Uwnram Competition—Untawrut Intent—Lawrvet MEans. 

An unlawful intent to cause one’s goods to be mistaken for those 
of a competitor is immaterial so long as only lawful means are em- 

ployed to make it effective. 
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5. Unrairn Competition—Coiok AND SHAPE OF Boxes. 

Where a manufacturer of confectionery adopted for his candy a 
box of the same size, shape and color, and tied with the same kind ot 
ribbon, as the box of a competitor, but distinguished his goods by two 
registered trade-marks older than said competitor’s the latter could 
not complain of unfair competition. 


In equity. Bill dismissed. 


William J. Ammen, E. P. Vail, and Albert B. Joyner, all of 
Chicago, II]]., for complainant. 

George O. G. Coale, of Boston, Mass., and George T. May, Jr., 
of Chicago, IIl., for defendant. 


CarPENTER, District Judge: This is a bill in equity filed 
October 8, 1910, in the Circuit Court of Cook County, IIl., by A. G. 
Morse Company, complainant, a corporation of Illinois. against the 
Walter M. Lowney Company, defendant, a corporation of Massa- 
chusetts, seeking relief from unfair competition in the dressing of a 
candy box to hold milk chocolate creams. In due time the suit was 
transferred to the then Circuit Court of the United States for the 
Northern District of Illinois, Eastern Division, and the pleadings 
were completed ; the answer denying liability. Most of the evidence 
was taken by deposition and the record is large. The material facts 
are substantially as follows: 

The complainant, for many years, was engaged in the manu- 
facture of a variety of candies, and in 1905 began making milk 
chocolate creams, putting them on the market in one-half and one 
pound boxes of four different colors and of a shape usual in the 
trade. Three of the colors were eliminated from that line of mer- 
chandise in a few months, and in 1906 the red package was the only 
one retained. The lettering and design on the box, or package, was 
varied from time to time, and about 1907 a box in its present color 
and design was determined upon, and since then milk chocolate 
creams have been sold by the complainant only in boxes of that 
character, in one-half pound, pound, and two and five pound sizes. 
The box is red in color, with a yellow design located at its left end, 
comprising a group of three women, one holding a trumpet extending 
more than halfway across the box, another supporting a shield on 
which is the letter “M,” and the third holding a crown, the figures 
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filling the left end of the cover; the right half of the cover having 
the words ‘‘“Morse’s Milk Chocolate Creams” (each word being on a 
separate line), the design and cut being mainly in yellow, the box 
being tied with a narrow red ribbon with a bow somewhat to the 
left of the center, where the ribbon is crossed. There are no other 
markings on the box. 

The largest part of the business of the complainant was in the 
vending of milk chocolate creams, and, at the time of the filing of 
the bill the territory of its activity covered approximately 15 states, 
with branch houses at Kansas City, Minneapolis, Denver, Buffalo, 
Cleveland, and Detroit. The main office and factory was in Chicago. 

The complainant’s merchandise appears to have been popular, 
and its sale was well established prior to January 1, 1910. The 
box in question was referred to generally between the complainant 
and its customers—that is, the retailers—as “the Red Box.”” This 
may have been, however, because it was the only red box that com- 
plainant sold. The other candies handled by it and its retailers 
were sold in boxes of various colors and shapes, and, while the testi- 
mony shows that some of the public who bought across the counter 
in drug stores and candy stores would refer to the milk chocolate 
cream box as “the Red Box,” still it falls short of establishing the 
fact that the public at large bought from the retailers by the ap- 
pellation “Red Box.” It appears that the name “Morse” had been 
extensively advertised and shown throughout the trade, in peri- 
odicals, window displays, posters, and signboards, and that the 
name, rather than the shape or style of the box, weighed with the 
consumer, 

Practically all the advertisements of complainant’s milk choco- 
late creams contained a picture of its particular box, showing the 
design and lettering in full, so that its characteristics may be as- 
sumed to have been well known to the public. There appears to 
have been no attempt to advertise the words “Red Box” as a catch 
phrase, or as descriptive of the merchandise, and apparently com- 
plainant always was putting forward the name “Morse” or 


“Morse’s” as indicating its goods. 
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The design and lettering on the box were copyrighted by the 
complainant in April, 1906, and the name ‘Morse’s” is there 
prominently displayed, being of somewhat larger type and the 
lettering being different from that of the balance of the wording on 
the box. 

The defendant and its predecessors, all of whom bore the name 
Lowney, have been in the candy business in Boston, Mass., since 
1877, and began the manufacture of chocolate bonbons in 1883, in 
which year they made not more than 20 varieties. Advertising 
began in 1887 or 1888, and the goods were fairly well distributed 
east of the Missouri River in 1890, but were sold in bulk. In 1893, 
the defendant erected a building at the World’s Fair in Chicago pat- 
terned after the Temple of Vesta and there sold the first package 
goods of candy that were placed on sale. These goods were put 
up in ornamental boxes which the retailer displayed on his counter 
to engage the attention of the purchaser, and the attractiveness of 
the package has since become an important factor in the business. 
This increased the trade of the defendant materially, and the fancy 
box served as an advertisement to both manufacturer and dealer. 

This plan was adopted by others, and at the present time all 
candy manufacturers sell package goods put up in fancy boxes; each 
manufacturer producing a variety of packages of different colors 
carrying his own name or some appropriate design, which dis- 
tinguishes his output from that of his competitors. 

In February, 1911, the defendant had over 150 varieties of 
packages and annually made many changes in design. This was 
to promote the salability of the packages, by appealing to the 
desire of the customer for something new, and it gave the salesman 
or retailer something fresh and attractive to offer. This practice 
is now general in the trade. 

Since the World’s Fair in Chicago, the name “Lowney’”’ in 
peculiar lettering has been stamped or printed on every package 
made by defendant, and has been impressed upon the bottom of 
each piece of chocolate candy put out by it, and often is cut in the 
lace paper which forms the interior ornamentation of the boxes. 

In 1896, the picture of the so-called “Lowney girl” was adopted 
by the defendant as a trade-mark and duly registered. The name 
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“Lowney” was also registered, and the name and the “Lowney 
girl” have been advertised all over this country and in foreign 
countries, and used continuously since that time. During the 10 
years ending December 31, 1911, the defendant spent over 
$2,400,000 in advertising in the United States alone, and during the 
8 years preceding that perhaps another $1,000,000 to make the 
public familiar with the word ‘““Lowney” and the Lowney product ; 
the advertisements being in magazines, street cars, periodicals, 
cook books, window displays, etc. 

In 1908, the defendant added to its line of manufacture and 
sale the milk chocolate creams, which were distributed first in a 
maroon box, and then in a bluish tile box of standard size and 
shape, differing very little in its measurements from the box of the 
complainant and other manufacturers. In January, 1910, the color 
of this last box was changed so that it was, and is now, substantially 
the same shade of red as that used by the complainant. On the 
cover are the two registered trade-marks of the defendant: the 
‘Lowney girl” appearing on the left half of the cover and the words 
“Lowney’s Milk Chocolate Creams” to the right, on the remaining 
part of the cover. The figure of the girl is on a greenish-yellow 
background of slightly different shade from the yellow figures ap- 
pearing on the Morse box, and the design is surrounded by a gilt 
medallion on a shaded background. The words “Assorted Flavors” 
are added below in black and in smaller type than the other letter- 
ing. The box is tied with a red ribbon about the same width and 
color as that used on the Morse box, and complaint is made that the 
ribbon was so tied that it obscured part of the “Lowney girl’ and 
was so placed that it concealed, in whole or in part, the name 
“Lowney’s’; but an examination of the exhibits shows that the 


ribbon was too narrow to cover entirely the name “Lowney’s’”, even 
if it were placed directly across the middle of the name, and that at 
best the bow would obscure only a part of the “Lowney girl.” 

It also appears that the ribbon would slip sometimes from out 
of its position on the box; but the boxes in evidence show that the 
ribbon in its natural place, across the center of the box, would 
obscure only the lower part of the letters in the name, and that the 
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name ‘‘Lowney’s” could be easily read by any one looking at the 
box, even in the most casual manner. 


One of complainant’s witnesses testified : 


“LLowney’s name is a very large factor in the sale of his candies; | 
think he is more widely known than any other candy man in the United 
States; he has a high reputation in the sale of chocolates and candies; he 
has been before the public for all these years and well established. The 
mere fact that Lowney’s name was on the package would have a tendency 
to help sell the goods.” 


If the name of the Lowney Company sold the goods, or helped 
to sell the goods, it is inconceivable that the defendant should at- 
tempt to conceal that name, and, if the desire were to conceal the 
name, certainly a ribbon sufficiently wide for that purpose would 
have been used, and so attached to the package that it could not slip. 

In the fall of 1909 there had been some talk among those in 
authority in the offices of the defendant of changing the color of the 
blue tile box, which had been found not successful in selling the 
cream chocolates of the defendant. While this change was under 
consideration, a letter was received from one Cunningham, who was 
a stockholder in the defendant company and manager of its branch 
house at Kansas City. The letter was as follows: 


“Kansas City, Mo., Nov. 1, 1909. 

“The Walter M. Lowney Co., Boston, Mass.—Gentlemen: Our Mr. Cun- 
ningham talked with you while in Boston about putting out a large red 
one-pound box for the Old-Fashioned Chocolates. We wish you could see 
your way clear to do this as quickly as possible, making this box appear as 
large as you can, but making it a bright red box, and we would suggest 
that they use yellow largely on the print. 

“The only box that Morse seems to be selling is a large red box of 
Milk Chocolates, and we think that a package of this kind would put them 
out of business to a certain extent. We don’t consider them much com- 
petition, but ‘every little bit helps.’ Also we would like to have you send 
us as early as you can the Milk Chocolate and Nut Milk dummy packages, 
a sufficient amount to make a number of window displays in the city. We 
believe with the dummy packages we could increase the sale of the item 
considerably. 

“Very respectfully, 
“[ Signed] Cunningham Brokerage Company, 
“By George W. Cunningham.” 


At this time the defendant was selling “Old-Fashioned Choco- 
lates,” as referred to in the first paragraph of the letter, and these 


chocolates are very different from milk chocolate creams. The 
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receipt of this letter was acknowledged on November +4, 1909, and 
on the same date the defendant wrote to its Chicago branch, asking 
for a box of Morse’s Milk Chocolate Creams. A package was re- 
ceived in due course and given to the box maker of the defendant 
company, and the defendant’s present box was then produced and 
used in the distribution of its product. 

The complainant claims that the two boxes are so confusing in 
appearance that the ordinary buyer is deceived in purchasing the 
goods of the Lowney Company, instead of the goods of the Morse 
Company; that Lowney’s goods are sold to the dealer or retailer 
for $2 per dozen for the half-pound boxes and $4 per dozen for the 
pound boxes, whereas Morse’s goods are sold to the retailer at $2.75 
per dozen for the half-pound boxes and $5 per dozen for the pound 
boxes; that the dealer is therefore in a position to make a bigger 
profit on a sale of Lowney’s goods to a prospective customer than 
on a sale of Morse’s; that the quality of Lowney’s goods is poorer 
than that of Morse’s; that it is being injured, in that its trade is 
thus reduced; that the buying public is confused and misled; that 
the reputation of its goods suffers because of the alleged low quality 
of the Lowney goods, which the public may buy believing them to 
be Morse’s goods; that there is shown a deliberate intent to simulate 
or copy the color and the design of complainant’s package; and that 
this resulted in unfair competition. 

The record shows that red boxes of different shades and shapes 
were used in the candy business many years before complainant be- 
gan to distribute its product, and that other candy makers sold milk 
chocolate creams in red boxes before Lowney commenced the dis- 
tribution of its milk chocolate creams in the box in question, and 
defendant had used red boxes for candies other than milk chocolates ; 
but the complainant alleges that it did not feel the competition from 
the other red boxes, and that they were not of the same shade of 
red as the complainant’s box. The complainant does not claim an 
exclusive right to red as a color; and the evidence shows that it was 
not the first manufacturer to sell milk chocolate creams in packages ; 
but it claims that under the facts in the case there is shown a 


deliberate intent to steal its trade and to dispose of the defendant’s 
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wares on the reputation which the complainant had established, and 
that, so far as the sale of milk chocolate creams is concerned, it 
has an exclusive right to manufacture and vend them in a red box 
of the design, shade of red, and character that it is now using, it 
being the first to use this particular red box for milk chocolate 
creams, and that the defendant should be compelled to use some 
other color for its box. 

The defendant denies that the quality of its product is lower 
than that of the complainant, and alleges that no manufacturer has 
an exclusive right to the box top of any specific color; that colored 
papers are open to general use, providing only that the vendor marks 
his box plainly with his own name and trade-mark; and that by 
unmistakably placing its own name and trade-mark or marks upon 
its milk chocolate cream package it has taken every precaution re- 
quired by the law to enable the purchaser who uses ordinary care to 
distinguish its goods from those of its competitor. It alleges that, 
if the contrary is true, then in the candy business the supply of 
colors would have been exhausted long ago, and the sale of package 
goods, whether milk chocolate creams or otherwise, would be practi- 
cally a monopoly shared by a very few manufacturers, who could 
prevent all others from entering the package goods field, solely 
because they were the first to make a box of a certain color. 

The evidence shows that the arrangement of the design and 
the lettering on the package as used on both these boxes “is an 
almost uniform arrangement in the candy business. It seems that 
would be the only way.” The evidence offered both by the defend- 
ant and the complainant shows that the Lowney name is a very 
large factor in the sale of the candies manufactured by the defend- 
ant, and officers of the complainant company also admitted that the 
fact that the Lowney name appeared upon the package would have 
a tendency to help the sale of the goods. 

The record shows that there are two descriptive terms now used 
on package goods, “assorted chocolates,” which have cream, nut and 
jelly centers, and “assorted flavors,” which indicate that the choco- 
late creams have centers of different flavors. The manufacturing 
cost of chocolate creams of assorted flavors is less than that of as- 
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sorted chocolates. Chemists on both sides testified that there was 
no adulteration in either goods; that they were pure in their ele- 
ments, although made from different recipes, so that from the 
point of purity they were of equal quality. 

Many witnesses testified as to the methods of doing business 
of both the complainant and the defendant, and the record discloses 
a considerable amount of trouble which clerks had in distinguishing 
one box from the other; but, so far as I can discover, only five 
purchasers were deceived as to what they bought, and these five 
all discovered the mistake before the candy was consumed, and 
four of them returned it. It seems that the dealers, as to these five, 
when Morse’s chocolates were asked for, took a Lowney box, 
wrapped it up in paper, and gave it to the customer. The moment, 
however, the wrapping paper was removed the mistake was dis- 
covered. No instance is shown of a purchaser handling a box in 
the retailer’s store being deceived as between Morse and Lowney. 

The bill seeks for relief only as against unfair competition. 
No claim is made that the defendant is infringing, or purposes to 
infringe, upon any technical trade-mark of the complainant. 

In this circuit no one has a monopoly of form, of color, of the 
shape of letters, or of geographical names. Charles E. Hires Co. 
v. Consumers’ Co., 100 Fed. 809, 41 C. C. A. 71. Such non-exclusive 
(rade-names and devices are public property in their primary sense. 
See, also, Coats v. Merrick, 149 U. S. 562, 13 Sup. Ct. 966, 37 
L.. Ed. 847; Diamond Match Co. v. Saginaw Match Co., 142 Fed. 
727, 74 C. C. A. 59; Continental Co. v. Larus Co., 133 Fed. 727, 
66 C. C. A. 557; Regensburg & Sons v. Portuondo Cigar Mfg. Co. 
(C. C.) 186 Fed. 866. 

The rule governing cases involving charges of unfair competi- 
tion is: 


“One may not legally use means, whether marks or other indicia, or 
even his own name, with the purpose and to the end of selling his goods as 
the goods of another. If such means tend to attract to himself the trade 
that would have flowed to the person previously accustomed to use them, 
their use will be restrained by the law.” Pillsbury v. Flour Mills Co., 64 
Fed. 841, 12 C. C. A. 432. , 
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As was said in Postum Cereal Co. v. American Health Food 
Co., 119 Fed. 848, 56 C. C. A. 360, after quoting the above: 

“In other words, no one may lawfully so dress his goods that he can 
palm them off as the goods of another manufacturer.” 

When, however, a manufacturer places conspicuously on the 
packages or cartons in which his goods are sold registered trade- 
marks which have been issued to him, he has distinguished his goods 
from those of other manufacturers, especially in cases where shapes 
of boxes and colors of wrappers are common to the trade and his 
marks are older in point of use and better known than those of his 
competitor. Sterling Remedy Co. v. Eureka Co. (C. C.) 70 Fed. 
704; Lorillard v. Peper, 86 Fed. 956, 30 C. C. A. 496; Postum 
Cereal Co. v. American Health Food Co., 119 Fed. 848, 56 C. C, A. 
360. 

There is no proof that the defendant has attempted to palm its 
goods off as the goods of the complainant. Defendant at all times 
endeavored to distinguish its goods from the goods of the com- 
plainant. 

This controversy becomes serious only by reason of the Cun- 
ningham letter. It is true that Cunningham asked for a red box 
for Old-Fashioned Chocolates, and stated that he could put Morse 
out of business “to a certain extent” if he had it. It is also true 
that the defendant got one of Morse’s red boxes, adopted sub- 
stantially the same color for its boxes, but placed thereon its own 
registered trade-marks, so that the purchasing public under no cir- 
cumstances could be deceived into thinking that it contained Morse’s 
goods. It may be that the enthusiastic Cunningham believed he 
was doing something sharp in suggesting the use of the red box, 
and it may be that the defendant had the same idea, but an unlawful 
intent is immaterial so long as the one inspired by it remains within 
the law. While I do not think the record here discloses any un- 
lawful intent on the part of the defendant, nevertheless, if it did, 
and the defendant made use of none other than lawful means to 
make its unlawful intent effective, the complainant has no redress. 
Centaur Co. v. Marshall, 97 Fed. 785, 38 C. C. A. 413; Postum 
Cereal Co. v. American Co., 109 Fed. 848, 56 C. C. A. 360. 
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An examination of the record discloses no similarity between 
the two boxes, save the solid color, red. Were this a question of 
trade-mark, clearly there is no such likeness between the two 
designs as to give either party any rights against the other. As was 
said in McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828: 

“The defendant is not an imposter; he has openly and plainly repre- 
sented his [goods] to be exactly what they are.” 

All that complainant can claim in this case is that it was the 
first to put milk chocolates in a red box of this shade. That fact 
does not prevent anybody else from using a red box, provided proper 
distinctive marks are placed thereon, so as to distinguish the product 
from that of the pioneer. 


“The complainant has no exclusive right to the red color, nor to the 
size and shape of the packages, nor to the use of gilt letters on them. These 
things are undeniably open to the trade.” American Tobacco Co. v. Globe 
Tobacco Co. (C. C.) 193 Fed. 1015, at page 1017 [2 T. M. Rep. 187, 190]; 
Diamond Match Co. v. Saginaw Match Co., 142 Fed. 727, 74 C. C. A. 59. 

Every candy dealer having the right to put up his product in 

. . 5 

red boxes, the casual purchaser of intelligence could not be misled 
into believing that the defendant's goods were those of the com- 
plainant. Of course, an unscrupulous dealer could show a red box 
to a purchaser and say that it was Morse’s, wrap it up in a piece of 
paper, take the money, and send the purchaser home; but the moment 
the wrapping paper was removed the purchaser must discover the 
mistake and the dealer suffer for the deception. 


“The defendant is not responsible for the fact that tricky retailers 
represent its manufacture as that of complainant, knowing better, provided 
defendant has done its legal duty in distinguishing its own product from 
that of complainant.” Rathbone v. Champion Co., 189 Fed. 26, 110 C. C. A. 
596, 37 L. R. A. (N. S.) 258 [1 T. M. Rep. 259]; Schlitz Brewing Co. v. 
Houston Co., 241 Fed. 817, 154 C. C. A. 519 [7 T. M. Rep. 417]. 

The law will not permit a manufacturer to put in the hands 
of an unscrupulous dealer goods that may be palmed off upon the 
purchaser as having been made by a competitor; but this presup- 
poses that the similarity of the packages, cartons, cans, or boxes 
is such that the casual purchaser would be easily confused. Wher- 


ever the markings are such that the manufacturer must be known 
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there is no unfair competition. As was said in Kann v. Diamond 
Steel Co., 89 Fed. 706, 32 C. C. A. 324: 


“Every suit of this character is founded on the fact that the action, or 
the proposed action, of the defendant has deceived, or is calculated to de- 
ceive, ordinary purchasers buying with the usual care, so that they have 
purchased, or will probably purchase, the goods of the defendant under 
the mistaken belief that they are those of the complainant, to the serious 
damage of the latter. The deceit, or probable deceit, of the ordinary pur- 
chaser to such an extent that he buys, or will probably buy, the property 
of one manufacturer or vendor, in the belief that they are those of another, 
is a-sine qua non of the maintenance of such a suit, because every one has 
the undoubted right to sell his own goods, or goods of his own manufacture, 
as such, however much such sales may diminish or injure the business of his 
competitors.” 


Whatever confusion exists between the packages of the com- 
plainant and those of the defendant arises from features common 
to everybody in the trade, and to which nobody has an exclusive 
right, namely, the size and shape of the package, its color, and its 
ribbon. The features to which the parties have individual rights, 
those features which were put upon the packages to distinguish 
them—that is, the trade-marks or designs, and the names of the 
makers 





are radically different, and it is upon these distinguishing 
features that the public relies, and not upon features common to 
the trade. 

I find that the defendant has placed conspicuously, on a box of 
shape and color which he as well as the world had a right to use 
in the candy trade, two registered trade-marks to distinguish his 
goods from those of other manufacturers, and that those trade- 
marks were older in point of use than those of the complainant and 
defendant’s other competitors. In other words, considering the 
things that were common to the trade, the differences between the 
complainant’s box and the defendant’s box are more conspicuous 
than the liknesses. Complainant has not shown “deception arising 
from some features of its own not common to the public.” 

The bill will be dismissed for want of equity; and it is so 
ordered. 
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Garrett & Co., INc., v. A. Scumipt, Jr. & Bros. Wine Co. 
(256 Fed. Rep. 943) 


United States District Court, Northern District of Ohio, 
Western Division 


January 4, 1919 


TrapE-Mark INFRINGEMENT—UnNrair CompPetition—TeEst. 

The test of whether or not there is infringement or unfair com- 
petition is to be determined by taking the trade-marks, labels, and dress 
as a whole of the articles in question and determining therefrom 
whether the resemblances so far dominate the differences in appearance, 
sound, and dress, as to be likely to deceive, not the cautious, experienced 
or discriminating purchaser, but the average, ordinary, and unwary 
customer. 

TrapE-Mark INFRINGEMENT—UwnNFain Competition—Use oF SIMILAR 

Borrtes. 

Defendant, placing upon the market a wine similar to plaintiff's 
wine, which had an established reputation, did not have the right to 
adopt such a trade-mark or trade-name, or to assemble such similarities 
of size, shape, and form of bottle, label, dress and cap, as would tend 
to produce confusion in the minds of the retail or consuming trade as 
to the origin of the product. 

3. Unramr Competition—Burpven or Later Comer. 

The burden is on a later comer in an established field to exercise 
a proper degree of care and caution to adopt devices which may not 
cause confusion as to the origin of the product. 

Unrair CoMPETITION—LACHES. 

Complainant’s predecessor upon learning of defendant’s unfair 
practices had directed it to desist and, upon defendant’s refusal, had 
brought suit. Three years later, a hearing not having been reached, 
complainant acquired title, and the case was dismissed without prejudice 
under Equity Rule No. 57. Within two weeks complainant filed its 
bill. Held, that complainant was not barred by laches of its right to 
an injunction and an accounting. 


Suit in equity by Garrett & Co., Inc., against the A. Schmidt, 
Jr. & Bros. Wine Co. Decree for complainant. 


Smith, Beckwith & Ohlinger, of Toledo, Ohio, and Shattuck, 
Glenn, Huse & Ganter, of New York City (Garrard 
Glenn, of New York City, George H. Beckwith, of Toledo, 
Ohio, and William B. Walsh, of New York City, of coun- 
sel), for plaintiff. 

George C. Beis, of Sandusky, Ohio, and Thomas E. Lannen, of 
Chicago, IIll., for defendant 
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WesteNnHAver, District Judge: Complainant files its bill to 
restrain infringement of a registered trade-mark, consisting of the 
words “Virginia Dare,” as applied to a light-colored sweet wine. 
Its bill also contains allegations tending to show a common-law 
trade-mark in the same words, and charges generally unfair com- 
petition. Allegations of diversity of citizenship and amount in 
dispute are also made, which give this court jurisdiction independ- 
ently of the registration of the trade-mark. Defendant’s answer 
denies infringement and unfair competition, and makes a defense 
of laches and the statute of limitations. Upon these issues the case 
has been fully heard and submitted for a decision. 

The testimony satisfactorily shows that complainant’s prede- 
cessors in title began the manufacture as early at least as 1901 
of a light-colored sweet wine, the base of which is the juice of the 
Scuppernong grapes, grown chiefly in North Carolina. This wine 
has ever since been continuously advertised and sold to the trade 
under the trade-mark “Virginia Dare,’ and in bottles with labels 
of the appearance and dress such as are now being used. 

On this hearing no question is made touching the validity of the 
trade-mark, nor of complainant’s title thereto, nor of its succession 
by valid transfer to all the rights of its predecessor’s good-will and 
business. The validity of the words “Virginia Dare” as a trade- 
mark could not well be questioned, in view of Hamilton Brown 
Shoe Co. v. Wolf Bros., 240 U. S. 251, 26 Sup. Ct. 269, 60 L. Ed. 
629 [6 T. M. Rep. 169], commonly known as the “American Girl” 
Trade-Mark Case. Moreover, in Garrett & Co. v. Sweet Valley 
Wine Co. (D. C.) 251 Fed. 371 [8 T. M. Rep. 389], decided May 
11, 1918, Hon. John M. Killits, of this district, upheld its validity. 

Complainant and its predecessors have uniformly marketed 
this wine, never in bulk, but always in bottles of various sizes, but 
of similar shape, and have sold only to jobbers, and never direct 
to the consumer or retail trade. These bottles are of white glass, 
evenly tapered from the middle to the mouth end. They contain 
at the base a rectangular label on white paper with the trade-mark 
“Virginia Dare” printed in gilt letters diagonally curved from the 


lower left to the upper right corner. In the upper left corner is a 
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picture of a lady’s head, supposed to represent the legendary per- 
sonage known as Virginia Dare, and in the lower right corner is a 
crest or shield, surmounted with an eagle, supposed to be the crest 
or shield of complainant or its predecessors. Another label appears 
approximately midway of the tapered part of the bottle, bow-shaped 
in form, with ends depending diagonally from the center, and with 
this crest or shield appearing at the middle or apex thereof. The 
bottle is closed with a metal cap. On the side opposite the labels 
are blown in the glass the words, “Garrett & Company” and “Vir- 
ginia Dare,” the crest or shield above described, similar to that on 
the labels, and a warning against refilling the bottle. In 1912 this 
trade-mark, with an accompanying drawing, showing the lady’s head 
and shield or crest in the approximate position and form of the 
printed label, was duly registered. In 1917 the trade-mark “Vir- 
ginia Dare,’ without any accompanying drawing or part of the 
label, was again registered. 

The testimony also shows that complainant has advertised 
extensively its product under the trade-mark “Virginia Dare” in 
magazines, newspapers, and trade papers, and has, by practically 
every method known to the advertising trade, brought it to the at- 
tention of the retail trade or a consuming public. In addition, it 
has employed traveling salesmen whose duties were to call upon the 
retail and saloon trade to stimulate a demand for the Virginia Dare 
wine, to be supplied through some jobber or wholesaler. It has 
distributed various forms of advertising matter, consisting in part 
of placards, calendars, fans, booklets, and other display advertising, 
all to be used in advertising and bringing to the attention of the 
consuming public its Virginia Dare wine. As a part of this ad- 
vertising, it has distributed to the retail trade triangular metal 
racks to be used in building up in the form of a pyramid a display 
of bottles of Virginia Dare. On the margin of these racks is con- 
spicuously displayed the following: 

_ “This display of racks is loaned, and remains the property of Garrett 
& Company. Other goods must not be displayed on it.” 

The testimony shows that for many years complainant’s ad- 

vertising expense has been not less than $100,000 a year. As a 
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result, in 1913 and prior thereto, a large and profitable trade in 
Virginia Dare, and a wide popularity with certain parts of the 
retail trade and consuming public, had been obtained. 

The testimony also shows that defendant is a producer of wines, 
with its place of business at Sandusky, Ohio. Prior to 1913 most 
of the wine produced by it was sold in bulk, and very little, if any, 
in bottles. During 1913 defendant’s manager, a Mr. Royer, after 
experimentation, produced a light-colored sweet wine of the same 
general color and quality as Virginia Dare. The experimentation was 
indulged in with a view to getting this result. The base of this wine 
is the juice of the Delaware and Catawba grapes, with some juice 
of the California grapes added to increase the alcoholic content, 
also adding some sweetening material. Defendant began imme- 
diately to market this wine in bottles of precisely the same shape 
and color as those used by complainant for marketing its product. 
It also sells it in bulk. Defendant’s prices are and have been uni- 
formly lower than complainant’s prices. Defendant does not ad 
vertise its product, and has never done so, except only to a negligible 
extent, when this wine was first placed on the market. 

Defendant, at the time it began to introduce this wine to the 
trade, adopted therefor, as a trade-mark, the word “Virginette.”’ 
This trade-mark was registered by defendant February 24, 1914. 
Defendant also registered a label bearing this trade-mark and other 
matter February 25, 1914. This label is in size, shape, color, and 
position on the bottle precisely the same as complainant’s. The 
word “Virginette” is printed thereon in substantially the same type 
and color, although in somewhat larger sized letters, extending from 
the lower left to the upper right corner in the same general form 
and curve, as complainant’s Virginia Dare label. In the upper left 
corner, in place of the lady’s head, is a bunch of grapes of substan- 
tially the same size; in the lower right corner, in the place of the 
crest or shield of complainant, is an eagle of substantially the same 
size as the crest. There is also a bow label, of the same size and 
form as complainant’s placed on the neck of the bottle in the same 
position, containing, however, a bunch of grapes, instead of the 
crest or shield. The cap closing the bottle is also of the same form 
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and appearance. These bottles do not have blown therein on the 
reverse side any words or descriptive matter. 

The evidence further tends to show that complainant’s wine has 
become known to the retail trade or consuming public as Virginia 
wine, that it has acquired a wide popularity with people of Polish 
nationality or descent, and that these purchasers, either of a bottle 
or of a glass of wine over the counter, receive and accept Virginette 
wine, when offered in response to requests for Virginia or Virginia 
Dare wine, without detecting this substitution. 

The evidence also further shows that retail dealers make use 
of complainant’s advertising matter, particularly the triangular 
racks, above described, to display and sell Virginette wine in bottles 
containing the Virginette trade-mark and dress; also that some re- 
tailers have advertised Virginette wine as being like Virginia Dare, 
and have refilled complainant’s bottles with Virginette purchased in 
bulk, and sold it as Virginia Dare to the retail trade. Defendant 
disclaims all knowledge of these practices, and denies that it has 
ever authorized, directed, or suggested them. 

Upon this general state of facts, complainant contends that its 
trade-mark is infringed and that its charge of unfair competition 
is sustained. The law applicable in this situation is well settled, 
and does not require an extended citation or review of the authori- 
ties. The difficulty is, as usual, in the application of well-settled 
rules of law to the facts of the case. In this circuit we have a 
number of well-considered cases, a reference to which will be sufh- 
cient for present purposes, namely, Ohio Baking Co. v. National 
Biscuit Co., 127 Fed. 116, 62 C. C. A. 116, known as the “In-er- 
Seal” Case; De Voe Snuff Co. v. Wolff, 206 Fed. 420, 124 C. C. A. 
302 [3 T. M. Rep. 433], known as the “Eagle Snuff” Case; and 
O. & W. Thum Co. v. Dickinson, 245 Fed. 609, 158 C. C. A. 37 
[7 T. M. Rep. 469], known as the “Sticky Fly Paper” Case. 

From these opinions it appears that the test of whether or not 
there is infringement or unfair competition is to be determined by 
taking the trade-mark, labels, and dress as a whole, and determin- 
ing therefrom whether the resemblances so far dominate the differ- 


ences in appearance, sound, and dress as to be likely to deceive, not 
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the cautious, experienced, or discriminating purchaser, but th: 
average, ordinary, and unwary customer; in this case, that purchaser 
is the retail or consuming purchaser buying a bottle or glass of wine 
at retail and exercising in so doing only that degree of care or 
attention which a purchaser in that situation is accustomed to exer- 
cise. In other words, the test of infringement of a trade-mark is 
similarity, not identity. 

Applying these tests, is the charge of infringement and of un- 
fair competition established? This inquiry is not to be answered 
by an examination of the words “Virginia Dare” and ‘‘Virginette” 
alone. The law of trade-marks is only a specialized branch of the 
general law of unfair competition, and in determining whether or 
not a charge of infringement is sustained, it is usual to take into 
consideration all of the other similarities contributing, with the 
general similarity of the words in the trade-mark, to mislead the 
public. 

In a number of trade-mark cases in which the sustaining or 
differentiating collateral considerations were no greater than in the 
present case, the charge of infringement has been held to have been 
sustained, and, while each case must stand on its own particular cir- 
cumstances, a reference to the holding of the courts in analogous 
cases will be helpful. In Celluloid Co. v. Cellonite Co. (C. C.) 32 
Fed. 94, “Celluloid” was held infringed by “Cellonite”; in Little v. 
Kellam (C. C.) 100 Fed. 353, “Sorosis’” by “Sortoris’; in Enoch 
Morgan v. Whittier-Coburn Co. (C. C.) 118 Fed. 657, ‘“Sapolio” 
by “Sapho”’; in Ohio Baking Co. v. National Biscuit Co., 127 Fed. 
116, 62 C. C. A. 116 (C. C. A. 6), “In-er Seal” by “Factory Seal,” 
because of similarity of display matter; in Florence Mfg. Co. v. 
Dowd (C. C.) 171 Fed. 122, and 178 Fed. 73, 101 C. C. A. 565. 
“Keepclean” by “Sta-Kleen”; in American Lead Pencil Co. v. Gott- 
lieb (C. C.) 181 Fed. 178, “Knox-all” by ‘“Beats-all”; in De Voe 
Snuff Co. v. Wolff, 206 Fed. 420, 124 C. C. A, 802 (C. C. A. 6), 
[3 T. M. Rep. 433], “Eagle Snuff” by “White Eagle Snuff,” not 
withstanding the picture of the eagle and name on the conflicting 
trade-marks were materially different; in Lambert Pharmacal Co. v. 


Kalish (C. C.) 219 Fed. 323 [7 T. M. Rep. 34], “Listerine’”’ by 
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“Listerseptine”; in Fairbanks v. Ogden Co. (D. C.) 220 Fed. 1002 
(5 T. M. Rep. 167], “Cottolene’’ by “Chefolene”; in United Lace 
Co. v. Barthels Mfg. Co. (D. C.) 221 Fed. 456 [5 T. M. Rep. 473], 
“Beaded” by “Imbeaded”’; in Stephano Bros. vy. Stamatopoulos, 238 
Fed. 89, 151 C. C. A. 165 (C. C. A 2), [7 T. M. Rep. 34], “Rame- 
ses” by “Radames”’; in Actien, etc. v. Somborn, 14 Blatchf. 380 Fed. 
Cas. No. 496, “Apollinaris’”’ by “Appolinus’; in Hostetter v. Vo- 
winkle, 1 Dill. 329, Fed. Cas. No. 6,714, ‘““Hostetter” by “Hostetler.” 
The foregoing summary is in part appropriated from the opinion in 
C. C. A.) 238 Fed. 89, 94 [7 T. M. Rep. 34, 40]. See, also, 
O. & W. Thum Co. v. Dickinson, 245 Fed. 609, 158 C. C. A. 37 
Cc. C. A. 6), [7 T. M. Rep. 469], in which a charge of infringe- 
ment and unfair competition was sustained, notwithstanding 
numerous marked differences. 

I am clearly of opinion that the charge of infringement and of 
unfair competition are both established. It is difficult to resist the 
impression that the defendant’s object and purpose were to obtain 
some part of complainant’s good-will due to the consuming public’s 
wide acquaintance with Virginia Dare. Defendant’s manager be- 
gan his experimentations, obviously for the purpose of producing 
a wine similar in character and appearance to complainant’s, and 
likely to appeal to the same class of consumers. This defendant 
had a lawful right to do. It adopted, however, the trade-mark of 
“Virginette,” the same style, shape, and color of bottle, the same 
general form and dressing of label, for the purpose, it seems to me, 
of appropriating to itself some part of that business and good-will 
thus built up through many years of effort and advertising. This 
defendant has no lawful right to do. It had, of course, a lawful 
right to compete in good faith for this trade and sell its wine. It 
had also the right to use that type, shape, and form of bottle; but, 
being a later comer into the same field of trade, it did not have the 
right to adopt a trade-mark or trade-name, or to assemble similari- 
ties of size, shape, and form of the bottle, label, dress, and cap in 


such a way as would naturally tend to produce confusion in the 


minds of the retail or consuming trade as to the origin of its product 


certainly not to produce such confusion as to its origin as to result 
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in its sale to purchasers under a belief that it was the product of 
complainant. 

The burden is on the later comer in an established field to ex- 
ercise a proper degree of care and caution in these respects, so as 
to avoid such deception or confusion. If defendant had performed 
its full duty in these respects, it would not be responsible for wrong- 
ful acts of retailers in substituting one wine for the other; but this 
the defendant has not done. It has adopted a trade-mark of such 
similarity that, taken with other similarities in bottle, label, and 
dress, the natural and probable result is that purchasers are con- 
fused or deceived. It must therefore be held responsible for all the 
consequences of its neglect or default; that is, in the present case, 
held responsible for the substitution practiced by retailers of Vir- 
ginette or Virginia Dare, and the appropriation in consequenc« 
thereof of some part of complainant’s good-will and established 
trade. 

The wrongful consequences of defendant’s conduct are intensi- 
tied by its business policy of refraining from advertising, and of sell- 
ing this wine in bulk and at lower prices, thereby enabling it to ap- 
propriate in larger measure the results of complainant’s efforts and 
advertising, and tempting retail distributors to indulge in substitu- 
tion and unfair competition. 

Defendant’s defense of laches and statute of limitations may 
be briefly disposed of. Complainant’s president, learning in 1913. 
or early in 1914, that defendant was marketing a similar wine in the 
manner already described, sought an interview with defendant's 
manager and called his attention to the alleged infringement, and 
to the alleged unfair competition resulting from similarity in dress 
and appearance. Defendant insisted upon its right to continue the 
methods of which complaint was thus made. Immediately there- 
after a bill like the present one was filed in this district, to which 
defendant appeared and answered, setting up, in addition to its 
present defenses, that complainant had violated the Pure Food and 
Drugs Act in various respects. This case was placed on the cal- 
endar for hearing in 1915, but for some reason had not yet been 
heard in the early part of February, 1918. Complainant therein. 
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being a Virginia corporation, had, in the meantime, sold and trans- 
ferred its business and good-will to the complainant in this suit, a 
New York corporation, and later the present complainant moved for 
a substitution on the record and for leave to file a supplemental 
bill setting up this change of title. Defendant responded with a 
motion to dismiss under Equity Rule No. 57 (198 Fed. xxxiv, 115 
C. C. A. xxxiv) and early in February, 1918, an order was made, 
dismissing that case without prejudice. The present complainant 
within two weeks thereafter filed this bill. 

If the question were one arising under the Ohio statute of 
limitations, and the action one that would be barred, if not brought 
earlier than the date of the filing of this bill, complainant’s right 
would still be protected by section 11233, General Code, and not 
barred by any statute of Ohio. See Bates v. Railroad, 12 Ohio 
St. 620; Penfield v. Mason, 17 Ohio Cir. Ct. R. (old) 165. The 
applicable rule is that of the equitable doctrine of laches in trade- 
mark or unfair competition cases. Upon the facts stated, it is clear 
that complainant is not barred of its right to relief by injunction. 
See McLean v. Fleming, 96 U. S, 245, 24 L. Ed. 828; Menendez v. 
Holt, 126 U. S. 514, 9 Sup. Ct. 143, 32 L. Ed. 526; Sazlehner v. 
Kisner, 179 U. S. 19, 21 Sup. Ct. 7, 45, L. Ed. 60. 

Nor is complainant barred by laches from its right to an ac- 
counting. Defendant in the early stages of its conduct was promptly 
notified and warned. A suit was brought in due time, and, while 
it did not proceed to a final hearing, was none the less a pending 
action, giving ample notice of complainant’s rights and of its inten- 
tion to insist upon them. The dismissal later for want of prosecu- 
tion does not diminish the force of these considerations; hence it 
appears that all defendant’s acts were indulged in after full warn- 
ing, and with full knowledge of complainant’s rights and of its in- 
tentions. Nothing appears herein to indicate that the defendant 
has at any time altered its situation, modified its course of conduct, 
indulged in expenditures, or did anything in reliance upon a belief 


induced by any act of complainant or its predecessor that complain- 


ant or its predecessor was acquiescing in defendant’s conduct, course 
of business, or waiving any of its legal or equitable rights to redress. 
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Defendant began and persisted in its methods of doing business 
upon its own responsibility, without being misled by any act of com- 
plainant or its predecessor, and must now be held to full respon- 
sibility for the consequences. 

A decree awarding an injunction and for an accounting will be 
entered in conformity herewith. 


Guapys Lortrus v. GREENWICH LITHOGRAPHING Co. 
(New York Law Journal, July 22, 1919) 


Supreme Court of New York, Special Term 


RicgHT oF Privacy—UNAUTHORIZED USE OF PorTRAIT. 

Where a poster for a photo-play displayed the picture of a woman 
whose costume was a copy of the costume of the plaintiff as she ap- 
peared in a certain photograph, but whose face did not resemble the 
face of the plaintiff either in the photograph or as she appeared in 
actual life, the plaintiff had no cause of action under section 51 of the 
New York Civil Rights Law, which forbids the use of another’s “name, 
portrait or picture” without his consent. 


Nathan Burkan, of New York City, for the plaintiff. 
Seligsberg, Lewis & Strouse, of New York City, for defendants. 


GREENBAUM, J.: The posters of which the plaintiff complains 
were lithographs printed in colors and used in connection with the 
advertising of a photo-play entitled “Shame.’’ There is no claim 
that plaintiff's name was used in connection with the posters. On 
the contrary, the posters purport to feature one Zena Keefe, who 
presumably posed for the photo-play. The posters were 21 feet 
by 9 feet in size, such as are posted at a considerable height above 
the ground. Concededly, the picture on this poster was designed 
from a copy of an idealized and highly finished photograph of the 
plaintiff in a costume in which she appeared in Ziegfeld’s Follies of 
1917. The picture on the poster undoubtedly copied the costume 
of the plaintiff as shown in her photograph. The face of the woman 
portrayed thereon, however, is not a picture of the plaintiff as she 
appears in life or as represented in her photograph. The photo- 
graph is that of a beautiful and dignified looking woman, with fine, 
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regular features. The face on the poster portrays that of an or- 
dinary looking woman with lowered head, indicative of conscious- 
ness of a life of shame. It does not resemble the face on the photo- 
graph nor that of the plaintiff as she appeared in court. The testi- 
mony is that the artist who designed the poster produced the face of 
a woman of his own conception or imagination and that he did not 
attempt to reproduce the face shown on the photograph, but ap- 
parently one which would illustrate the subject of the photo-play, 
“Shame.” The artist made an original water-color sketch from 
which an enlargement was made and lithographed in colors for the 
poster in question. Plaintiff's cause of action is based exclusively 
upon section 51 of the Civil Rights Law. That act forbids the use 
of another’s “name, portrait or picture’ without his consent. It 
does not forbid copying of the costume or dress that one may wear. 
A portrait or picture implies a representation of a person, not only 
of face, form or figure, but perhaps also of characteristics or pecu- 
liarities which might enable one acquainted with them to identify the 
person intended to be represented. The plaintiff produced no 
testimony showing, or attempting to show, that the picture on the 
poster looked like or resembled her in any respect. In other words, 
we have a case in which it may be assumed that the most intimate 
friend of the plaintiff would not have recognized the picture on the 
poster as that of the plaintiff. The mere utilization by the artist 
of the costume worn by the plaintiff in some stage production, in 
the absence of proof that there was something so characteristic about 
it as to enable one who sees the picture to identify it as that of the 
plaintiff, assuredly would not come within the inhibition of the 
statute. The facts in this case are unlike those in Binns v, Vita- 
graph Co. (210 N. Y. 51, 57), in which the picture portrayed as 
Mr. Binns was not a likeness of him, but was represented to be a 
picture of him, and hence the defendant was held to be bound by 
his representation. It seems to me that the plaintiff has failed to 
establish a cause of action against the defendants. There must be 
judgment for the defendants. 
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In Re, AMERICAN STEEL FouNDRIES 
(264 O. G. 354) 


Court of Appeals of the District of Columbia 
May 5, 1919 


Trape-Marks—NaAME oF CorPporaTionN—“SIMPLEX.” 
The word “Simplex” was refused registration on that ground that 
it was the mere name of a corporation. 

Per Curiam: The Patent Office refused registration of the 
word “Simplex” as a trade-mark for brake-riggings, on the ground 
that it was merely the name of a corporation, and several corpora- 
tions are referred to in the opinion of the Office denying the regis- 
tration which have the word “Simplex” as a predominating word in 
their respective names. 

The refusal is in accord with our decisions. (The Asbestone 
Co. v. The Carey Mfg. Co., 41 App. D. C. 507 [4 T. M. Rep. 161]; 
In re United Drug Co., 44 App. D. C. 209 [6 T. M. Rep. 101]; 
Mansfield Tire & Rubber Co. vy. Ford Motor Co., 44 App. D. C. 
205 [6 T. M. Rep. 141]; Burrell v. Simplex Electric Heating Co., 
44 App. D, C. 452 [6 T. M. Rep. 236]; Simplex Electric Heating 
Co. v. The Ramey Co., 46 App. D. C. 400 [7 T. M. Rep. 266]). 

For the reasons given by the Assistant Commissioner in his 
opinion (264 O. G. 353 [8 T. M. Rep. 281]), which appears in the 
record, where he reviews all the contentions of the applicant in 


the light of the adjudged cases, we affirm the decision of the Patent 
Office. 


Affirmed. 


Getz Bros. & Co. v. Ataska Packers ASsoOcIATION 
(264 O. G. 534) 


Court of Appeals of the District of Columbia 
May 5, 1919 


Trapve-Marks—SIMILarRITy—“PrREMIUM” AND “PREMIER.” 
“Premium” was refused registration as a trade-mark for canned 


salmon, because of the prior use of “Premier” for goods of the same 
class. 
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See 8 T. M. Rep. 277, 278. 


Per CurtaM: The appellant sought the registration of the 
word “Premium” as a trade-mark for canned salmon. This was 
opposed by the appellee, who asserted that it was the prior user of 
the word “Premier” as a mark on the same kind of goods; that its 
mark was registered in the Patent Office in 1894; that the two words 
had much the same sound and appearance, and a similar meaning, 
and that the use of them by both parties upon the goods in ques- 
tion would be likely to produce confusion in trade. The opposi- 
tion was sustained by the Examiner of Interferences and his action 
affirmed on appeal by the Commissioner. 

We think the Patent Office was right, and we affirm the Com- 
missioner’s decision, for the reasons given in his opinion, as well 
1s upon the authority of Thomas Manufacturing Company v. 
feolian Company (47 App. D. C. 376, 378 [8 T. M. Rep. 151, 
153|), and cases there cited. 

Affirmed. 


ALAsKA Packers AssociATION v. Getz Bros. & Co. 
(264 O. G. 534) 


Court of Appeals of the District of Columbia 


May 5, 1919 


l'RaDE-MARKS—REGISTRATION—PosiTION OF OPpposER. 

Where the opposer of the registration of the words “Our Flag” 
as a trade-mark was an association which had been organized by the 
merger of several companies, each of which had been accustomed to 
use a flag bearing a distinguishing letter as a mark, and the opposer 
continued after the merger to use these flags to designate different 
brands of its product, it was held that said association was not in a 
position to maintain its opposition. 


See 8 T. M. Rep. 277, 278. 


Per CurtaM: Alaska Packers Association opposed the regis- 
tration by Getz Bros. & Co. of the mark “Our Flag” for canned 


salmon and canned oysters. It appears that the opposer was or- 
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ganized in 1893 by combining several minor companies. Each of 
the merged companies had been accustomed to use a flag, bearing a 
distinguishing letter as a mark, and the opposer after the merger 
continued to use the flags of its constituent companies to designate 
different brands of salmon. In Alaska Packers Association v. The 
Admiralty Trading Co. (43 App. D. C. 198; 214 O. G. 1025 [5 
T. M. Rep. 251]) the Trading Company applied for a registration 
of a flag “having a blue background,” etc., with the red monogram 
“A. T. Co.,” to be used as a mark on canned salmon, and was 
opposed by the Packers Association, appellant herein, on the ground 
that the use of the flag by the Trading Company would be likely 
to produce confusion in trade. We rule that since the Packing 
Association used several different flags in the sale of different brands 
of its goods it was hardly in a position— 


to contend that the mark of the applicant will be likely to cause confusion 
in trade, since that mark differs from each of its marks as much as they 
differ from one another. 


Applying this decision to the case at bar when it was before 
him the Commissioner said: 

“I do not see why this holding does not apply in the present case. It 
certainly decided that the Admiralty Trading Co. could not be stopped by 
the Alaska Packers Association, the present opposer, in its use of a flag 
as a trade-mark. If then the Admiralty Trading Co. can use its flag as a 
trade-mark, it is drawing pretty fine distinctions to say that the present 
application is not entitled to use the words “Our Flag” as its mark. The 
distinction is entirely too fine to be noticed by the purchasing public.” 


We believe that the Commissioner was right and for that reason 
his decision is affirmed. 


Affirmed. 
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